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Application. No 
Applicant 
Filed 
TC/A.U. 
Examiner 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Confirmation No. 9538 



10/718,376 
Richard C. Fickle 
November 19, 2003 
2623 

Son P. Huynh 



Docket No. : 7593.P002 

Customer No. 8791 

Commissioner for Patents 
PO Box 1450 

Alexandria VA 22313-1450 



RESPONSE TO RESTRICTION REQUIREMENT 

Sir: 

In the Office Action mailed December 18, 2007, the Examiner contends that the 
application contains claims directed to the following patentably distinct species illustrated in 
Figures 1-7. The Examiner contends that the species are independent or distinct because there 
would be a serious burden on the Examiner if restriction is not required since the claims have 
acquired a separate status in the art in view of their different classification, their recognized 
divergent subject matter, and/or the claims require a different field of search. Applicant 
respectfully disagrees for the following reasons. 

First, the restriction requirement is defective because the Examiner does not provide a 
grouping of claims or species. Accordingly, Applicant cannot elect when there is nothing to 
elect from. "[R]estriction requirements must provide a clear demarcation between restricted 
subject matter to allow determination that claims in continuing applications are consonant and 
therefore deserving of § 12 l's protections." Oeneva Pharmaceuticals Inc. v. GlaxoSmithKline 
PLC,., 68 USPQ2d, 1865, 1871. Here, the Examiner does not provide a clear demarcation 
between restricted subject matter and merely alleges that the species are independent or distinct. 

Second, the Examiner did not properly establish the burden as required. Where the 
inventions as claimed are shown to be independent or distinct under the criteria of MPEP 
806.05(c) - 806.06, the examiner, in order to establish reasons for insisting upon restriction, must 

Docket No. 7593.P002 Page 1 of 3 TVN/tn 
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Reply to Office Action of December 1 8. 2007 

explain why there would be a serious burden on the examiner if restriction is not required. Thus 
the examiner mnat show bv an pmnriatB explanation one of the following: (A) Separate 
classification thereof: This shows that each invention has attained recognition in the art as a 
separate subject for inventive effort, and also a separate field of search. Patents need not be cited 
to show separate classification. (B) A separate status in the art when they are classifiable 
together. Separate status in the art may be shown by citing patents which are evidence of such 
separate status, and also of a separate field of search. (C) A different field of search: Where it is 
necessary to search for one of the inventions in a manner that is not likely to result in finding art 
pertinent to the other invcntion(s). The indicated different field of search must in fact be 
pertinent to the type of subject matter covered by the claims. Where, however, the classification 
is the same and the field of search is the same and there is no clear indication of separate future 
classification and field of search, no reasons exist for dividing among independent or related 
inventions. MPEP 808.02 . Furthermore, the Examiner must provide reasons and/or examples to 
support conclusions. MPEP 803 . Here, the Examiner has not shown by appropriate explanation 
any one of the above. Instead, the Examiner merely recites the above language. The Examiner 
has not shown the specific classifications or the specific separate status and separate field of 
search. The Examiner merely reaches the conclusions without providing reasons, explanations, 
or examples. 

Third, the restriction requirement was not timely provided. 37 CFR 1.142 provides that 
the restriction requirement may be made at any time hftfore final action. Accordingly, once a 
final office action is issued, the Examiner cannot issue a restriction requirement. A final Office 
Action on this application was issued on July 11, 2006. Although that final Office Action was 
issued by another Examiner, this is not a reason to allow the current Examiner to issue a 
restriction requirement. 

Since the restriction requirement is defective by not giving a grouping of claims or 
species, or not providing the specific classifications or fields of search, or untimely issued, 
Applicant cannot make an election. However, in compliance with 35 USC 121, Applicant elects 
claims 1-19, 25-40, and 41-45 for examination. 
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Conclusion 

Applicant respectfully requests that a timely Notice of Allowance be issued in this case. 

Respectfully submitted, 

BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP 



Dated: January 17, 2008 
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